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Disposition of Claims 
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Application Papers 
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DETAILED ACTION 

Drawings 

1 . The drawing was received on 9/26/06. This drawing is acceptable. 

2. The drawings are objected to because in Figure 2 item 106 is identified as 
"VACUUM VENTURY PRODUCING MEANS" should be -VACUUM VENTURI 
PRODUCING MEANS-. Item 98 in Figure 2 and 4 is identified as "IN GROUND 
CASING TO VALVE STEEM" should be -IN GROUND CASING TO VALVE STEAM-. 
Corrected drawing sheets in compliance with 37 CFR 1 .121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement 
drawing sheet should include all of the figures appearing on the immediate prior version 
of the sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application 
must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121 (d). If the changes are not accepted by the examiner, the 
applicant will be notified and informed of any required corrective action in the next Office 
action. The objection to the drawings will not be held in abeyance. 
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Specification 

3. The abstract of the disclosure is objected to because: 

In line 16 of the abstract submitted on 9/29/06 "Pressurized" should be - 
pressurized-. 

Correction is required. See MPEP § 608.01(b). 

4. The disclosure is objected to because of the following informalities: 

The Brief Description of the Drawings is supposed to be brief synopsis of what is 
in the drawing. See MPEP 608.01 (f). 

Appropriate correction is required. 

Claim Objections 

5. Claim35, 38, and 39 are objected to because of the following informalities: the 
claim does not end in a period. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 33 and 35-43 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

8. Claim 33 recites the limitation "said utility valve" in line 1 1 . There is insufficient 
antecedent basis for this limitation in the claim. 

9. Claim 33 further recites in lines 5 and 6 that "the vacuum container being 
mounted on a mobile platform" and then again recites in lines 14-16 that the "the 
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vacuum container ...being mounted on the mobile platform". It is indefinite as to if there 
are two different mobile platforms or if the vacuum container being included in lines 14- 
16 was done inadvertently. 

10. Claims 34 and 36-43 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

1 1 . Claim 34 recites in lines 5 and 6 that "the vacuum container being mounted on a 
mobile platform" and then again recites in lines 18-20 that the "the vacuum container 
...being mounted on the mobile platform". It is indefinite as to if there are two different 
mobile platforms or if the vacuum container being included in lines 1 8-20 was done 
inadvertently. 

12. Claim 36 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. The examiner is not sure if the claim is meant to depend off of 
claims 33 or 34 and only 33 according to line 4 of the claim. 

Claim Rejections - 35 USC § 103 

1 3. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

14. Claims 33, 34, 38, and 41 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sinz (6,01 3,1 38) in view of Jackman (4,561 ,459). 

Sinz discloses a mobile utility valve exerciser and vacuum excavation method 
comprising the steps of: providing a vacuum container (13), the vacuum container 
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having a vacuum producing means (21) to create a vacuum within the vacuum 
container, and further comprising the step of providing a conduit (19) to vacuum solid 
particles and liquid into the vacuum container, and the vacuum container being mounted 
on a mobile platform (1)(col. 8, lines 45-67). Sinz does not disclose the step of the 
utility valve exerciser means being chosen from a group consisting from a hydraulic 
motor, a D.C. motor, an A.C. motor, an air motor or a cylinder, and further comprising 
the step of the utility valve exerciser means having a rotating shaft, and the rotating 
shaft further comprising the step of having a means of attaching to the valve stem of the 
utility valve and further comprising the step of opening or closing a utility valve by 
rotating the valve stem of the utility valve and the utility valve exerciser being mounted 
on an articulate boom arm having two or more articulated arms; and the utility valve 
exerciser and the articulate boom arm being mounted on the mobile platform. Jackman 
discloses the use of a utility valve exerciser (40) using a DC motor having a rotating 
shaft (44) and the exerciser being mounted on an articulate boom arm having two or 
more arms (33 and 34) that is inherently on a mobile platform (col. 3, lines 41-48 and 
col. 4, lines 1-6). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to include the actuator of Jackman onto the device of Sinz, in order 
to be able to operate the valve remotely. 

Regarding claim 34, all the limitations of the claim are similar to the limitations of 
claim 33 except the following which is evident per Sinz. The method further comprising 
the step of mounting a liquid pressure dissipater means (14) adjacent to the vacuum 
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excavation means and wherein the liquid pressure dissipater further comprises the 
steps of having an inlet (79) to accept water under pressure from a water fire hydrant, 
an internal water deflector (the tank with the raised pipe 73 to prevent drainage until the 
correct water level is reached) to absorb energy in the form of pressure, and an outlet 
(88) to allow water to exit the liquid pressure dissipater. 

Regarding claim 38, Jackman further discloses mounting a control adjacent to 
the utility valve exerciser and the controller (27) further comprising the step of reversing 
the rotation of the rotate able shaft. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to further include the controls of the utility valve exerciser of 
Jackman onto the device of Sinz, in order to have local control of the exerciser. 

Regarding claim 42, Sinz discloses an additional step of mounting a water tank 
(15), water pump (20), water hose (16) and water spray nozzle (17) adjacent to the 
mobile platform, and further comprising the step of using the water spray nozzle to 
make vacuum able the earthen material found in the ground casing to the utility valve 
stem (col. 4, lines 32-34 and 41-61). 

15. Claim 35 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman in combination as applied to claim 33 above, and further in view of 
Reuschel etal. (6,776,068). 

Sinz/Jackman disclose all the features of the claimed invention except that 
wherein the mobile utility valve exerciser and vacuum excavation method comprises an 
additional step of the rotate able shaft having an extension adapter for connecting the 
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utility valve exerciser rotate able shaft to the valve stem of a utility valve. Reuschel et 
al. disclose the use of an extension (20) adapter for connecting the utility valve 
exerciser rotate able shaft (22) to the valve stem of a utility valve (16)(col. 3, lines 49- 
67). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize the extension rod of Reuschel et al. with the device of 
Sinz/Jackman, in order to access valves that are not readily available. 

16. Claim 36 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman in combination as applied to claim 33 or 34 above, and further in view of 
Reischl et al. (6,679,222). 

Sinz/Jackman disclose all the features of the claimed invention except that 
wherein the mobile utility valve exerciser and vacuum excavation method comprises an 
additional step of mounting a sensor adjacent the utility valve exerciser to measure the 
torque required to rotate the rotate able shaft of the utility valve exerciser. Reischl et al. 
disclose measuring the torque of a shaft (col. 4, lines 50-53). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the torque sensor of Reischl et al. onto the shaft of 
the utility valve exerciser of Sinz/Jackman, in order to measure the torque. 

17. Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman in combination as applied to claim 33 or 34 above, and further in view of 
Ward (4,085,551). 
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Sinz/Jackman disclose all the features of the claimed invention except that 
wherein the mobile utility valve exerciser and vacuum excavation method comprises an 
additional step of mounting a sensor adjacent the utility valve exerciser to count the 
revolutions of the rotate able shaft of the utility valve exerciser. Ward discloses 
measuring the number of revolutions (col. 2, lines 13-27). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to incorporate the number of revolutions measuring device of Ward 
onto the shaft of the utility valve exerciser of Sinz/Jackman, in order to measure the 
number of revolutions. 

18. Claim 39 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman as applied to claim 33 or 34 above, and further in view of Smith et al. 
(6,850,843). 

Sinz/Jackman disclose all the features of the claimed invention except that 
wherein the mobile utility valve exerciser and vacuum excavation method comprises an 
additional step of: mounting a sensor adjacent to the utility valve exerciser to locate the 
global location of the utility valve exerciser. Smith et al. disclose the use of a Global 
Positioning System to determine the geographic location of an accident and all the 
corresponding data using a computer and a portable sensor (3)(col. 4, lines 56-67 onto 
col. 5, lines 1-60). 

It would have been obvious to one having ordinary skill in the art to include a 
GPS system as described by Smith et al. onto the device of Sinz/Jackman, in order to 
have an accurate location of the device. 
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19. Claim 40 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman in combination as applied to claims 33 or 34 above, and further in view of 
Reischl et al. (6,679,222) and Ward (4,085,551). 

Sinz/Jackman disclose all the features of the claimed invention except mounting 
two or more sensors adjacent to the utility valve exerciser and the sensors further 
comprising the step of transmitting sensor collected information to a computer. Reischl 
et al. disclose measuring the torque of a shaft (col. 4, lines 50-53) and Ward discloses 
measuring the number of revolutions (col. 2, lines 13-27). 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize the torque sensor of Reischl et al. and the number of 
rotation sensor of Ward onto the device of Sinz/Jackman, in order to measure the 
torque and the number of rotations. 

20. Claim 43 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sinz/Jackman in combination as applied to claims 33 or 34 above, and further in view of 
Hilbig (3,678,534). 

Sinz/Jackman discloses an additional step of mounting an air tank (14) and air 
compressor (21 ). Sinz does not disclose an air hose and air nozzle mounted adjacent 
to the mobile platform and further comprising the step of using the air nozzle to make 
vacuum able the earthen material found in the ground casing to the utility valve stem. 
Hilbig discloses an air hose (1 2) with a vacuum conduit (1 1 ) to make the debris vacuum 
able (col. 1, lines 31-35). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to utilize the air hose and vacuum arrangement as disclosed by 
Hilbig as an alternative to the water hose/vacuum hose set up of Sinz/Jackman, in order 
to eliminate the need for filtering all the water. 

Response to Arguments 

21 . Applicant's arguments with respect to claims 1-14 have been considered but are 
moot in view of the new ground(s) of rejection. The applicant does not argue the 
combination of Sinz and Jackman which is the basis of the rejection in the current office 
action. The applicant only argues Killgrove et al. in view of Jackman which is not part of 
this office action. The applicant is arguing the use of a GPS system as disclosed in 
Smith et al. for accidents sites would not be used in combination with a vacuum system 
is not related. The examiner agrees with this but the Smith et al. reference simply 
teaches that items can be recorded via locations for future use which is how the Smith 
et al. reference is being utilized. The use of GPS to locate items is old and well known 
in the art and thus the combination of the two references is proper. 

Conclusion 

22. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Allen et al. (3,395,467) disclose a air hose breaking up debris 
and then the debris is vacuumed into the system. 

23. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CRAIG M. SCHNEIDER whose telephone number is 
(571)272-3607. The examiner can normally be reached on M-F 8:30 -5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Greg Huson can be reached on (571) 272-4887. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 


/C. M. S.l 

Examiner, Art Unit 3753 
February 20, 2008 


/John Rivell/ 

Primary Examiner, Art Unit 3753 


